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C   N T E N T S HERRERO & ASOCIADOS continues
expanding and opens an office in
Brazil
Two years after starting out on our
Latin American experience with
our office in Mexico, HERRERO
& ASOCIADOS has opened its
second American office in Brazil,
in the city of Río de Janeiro, where
the Brazilian Patent and Trade
Mark Office (INPI) is based.

The reason for this new adventure
is twofold: Brazil (together with
Mexico) is attract ing most
investments in America and,
strategically, that is where our
patent and trade mark clients are
necessarily looking to make a
market. The second reason lies in
the language:  Por tuguese
(Brazil ian there). Given our
Portugal office and our self-evident
specialisation in the so-called
“Portuguese world”, we really had
no choice but to have an operating
centre in Brazil with practitioners
acquainted with the specifics of
registration in that country, and
indeed actually based in the city
in which we have decided to start
working.

We are certain that services to
our clients will improve with this
new Office, at least, in three ways:

a) Reducing our clients’ internal
work.

b) Cutt ing down on costs .

c) Operating directly in the different
countries, dealing with registration
and enforcement of our clients’
patents and trade marks from a
global and unitary perspective.

Our team of highly qualified
practitioners and advisers in both
Spain and Brazil will file and
process all patent and trade mark
registration applications and deal
with any ensuing (office and legal)
actions.

We wish this new office the same
success as our Lisbon and Mexico
offices.

Communication Department
noticias@herreroasociados.es
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Our Legal Department was
instructed some time ago by the
Dutch company CANNA B.V. to
defend its trade mark, consisting
of the word “CANNA” registered
in classes 1 and 5 of the
Classification, which is increasingly
the leader -in Spain and abroad- of
the market of plant manures and
fertilisers.

Legally the most significant
development, along with various
successes in the contentious-
administrative courts, lies in the
enforcement of Community Trade
Mark no. 2,763,266 “CANNA
(composite)”. The Community
Trade Mark Courts based in
Alicante are renowned for their
prestige and expertise in resolving
all disputes arising in connection
with Trade Marks, Drawings and
Designs granted by the OHIM -
Office for Harmonisation in the
Internal Market, the registration of
which in a single procedure confers
unitary rights that are
fully valid in all Member
States of the European
Union. Against this
b a c k g r o u n d ,
Community Trade
Mark Court no. 1 in
Alicante allowed an
application lodged by
our Legal Department
on behalf of CANNA
B.V. and its Spanish
subsidiary and ruled in
a Judgment dated 6th September
2006 that the use of the “BIO-
CANNA” mark for the aforesaid
products infringes the “CANNA”
Community Trade Mark, which was
found to be fully distinctive and in
addition “well-known in the sector”
(eloquently converging with other
competitors such as ASOCOA and
SIPCAM who signed out-of-court
agreements acknowledging and
undertaking to observing such trade
mark). The orders entered against
the companies SERVIDEU, S.L.
and PRODUCTOS FLOWER,
S.A., which had respectively
registered and used the “BIO-
CANNA (composite)” trade mark,

were confirmed by the Provincial
Appellate Court, Section Eight, of
Alicante -Community Trade Mark
Court- in a Judgment dated 27th

February 2007, which, being final,
prompted a settlement agreement
between the parties in order to lay
down the terms on which it was to
be enforced.

That judgment, which was already
published in newspapers such as
DIARIO LEVANTE or in sector
magazines such as “CÁÑAMO”,
specifically ordered the defendants
jointly and severally to:

• Discontinue forthwith and refrain
thereafter within European Union
territory from engaging in any use
whatsoever of Community Trade
Mark no. 2,763,266 or any mark
including the word “CANNA” as a
trade mark, trade name or domain
name and to give up title to the
domain name “bio-canna.com” (in
addition, the defendants disclaimed

a n y  a n d  a l l
C o m m u n i t y  a n d
national Trade Marks
including the “BIO-
CANNA” mark).

• Have removed from
the market at their
cost the products,
advertising means or
materials and any
other documents or
items whatsoever to

which those marks were affixed,
and destroy the same, other than
for packages having their labelling
replaced with a distinctive trade
mark.

• And pay the damages and losses
caused, specifically including lost
profit -as provided for in the Trade
Marks Act in force for the time
being- at “1% of the turnover
obtained by the offender with the
unlawfully branded goods or
services”, in addition to procedural
costs.

Now then, beyond the deadline the
parties had agreed -no later than

Court backing for the “CANNA”
trade mark in Spain

Our Courts are

in their decisions

including punitive

penalties and

damages for

proprietors

TRADE MARKS Case Law

Fresh from our twenty-eighth
anniversary, we are proud to
continue announcing our
international growth, begun just
a few years ago. This year we
have opened our Brazil office
in the city of Río de Janeiro. It
is our wish that this office will
soon be as successful as its
forerunners in Lisbon and
Mexico. In this sense, we refer
to the official presentation in
the month of September last
of our Mexico office, at which
we were honoured to have the
President of the Autonomous
Community of Madrid, Ms
Esperanza Aguirre, who was
on an
official trip to that country, as
our guest. The President
was accompanied by other
personalities of the Community
of Madrid, the Chamber of
Commerce and personalities
of the business world of both
Spain and Mexico.

On the subject of proceedings,
we have this time highlighted
two important court decisions
secured by the lawyers in our
Legal Department and provided
an in-depth analysis of the
amendments to the Unfair
Competition Act and the
General Advertising Act
following the entry into force
of  Act  29/2009.  The
importance of this amendment
lies in an enhanced protection
of consumers.

HERRERO & ASOCIADOS has
been involved in defending an
interesting trade mark case token
of the importance of the criteria

used and thoroughness in the
examinations undertaken by bodies
registering distinctive signs when
it comes to dealing with the

distinctive character of trade marks.
The company PROMOMADRID
DESARROLLO INTERNACIONAL
DE MADRID, S.A., set up by the

The Court of First Instance in Luxembourg
finds that the MADRIDEXPORTA trade mark
has distinctive character.
Herrero & Asociados, representing the MADRIDEXPORTA trade mark,
explains how the matter unfolded.

TRADE MARKS Case Law

30th September 2007- for the
prohibited “BIOCANNA” trade
mark to be duly eliminated, the issue
has resurfaced after it was found
that it has gradually been
r e p l a c e d  w i t h  t h e
“BIOCANABIUM” trade mark,
as shown in the following
illustrations:

The Community Trade Mark
Court has just decreed, in
keeping with the court ruling
and the subsequent settlement,
in a Writ dated 1st September
2009 -currently in process of
being enforced- that the
defendants must discontinue
and refrain from “any use of the
names BIO-CANNA and BIO-
CANABIUM” or any other
names likely to be confused with
or similar to the same, in relation
to the aforesaid products. And,
mostly significantly, in regard to
the damages and penalties
provided for in the Act upon the
failure to stand by a court ruling,
it has resolved to cumulatively
o r d e r  t h e  c o m p a n i e s
PRODUCTOS FLOWER, S.A.
and SERVIDEU, S.L. to proceed
within 30 days to:

“-To pay CANNA B.V. a sum of
SIX HUNDRED (600) EUROS
per day as punitive damages
from 30th September 2007 until
the date on which the Writ of
enforcement is served, and, as the
case may be, until the date on which
the infringement is actually

discontinued.

• To pay CANNA BV the damages
and losses caused by the unlawful

use of the name BIO-CANNA and
BIO-CANABIUM for fertilisers and
substrates, infringing Community

Trade Mark 2,763,266 CANNA,
calculated having regard to the lost
profit at a sum that shall be at least
the minimum amount established

by article 43.5 of the Trade
Marks Act, without any evidence
whatsoever by this party being
required (1% of the turnover
obtained by the offender with
the unlawfully branded goods)”.

And,  consequent ly ,  the
enforcees are requested to
certify and document their
turnover warning that “upon the
failure to do as ordered within
the deadline set by the Court,
the enforcer may request that
it be empowered to engage a
third party to do so, at the
enforcees’ cost, or claim
payment of damages and
losses”.

There is no doubt that rulings
of  th is  k ind boost  the
increasingly effective and
exemplary protection granted
in particular to trade marks that
are well-known or have a
reputation, out of a growing
habit in which the Community
Trade Mark Court -among many
other specialist Courts such
as the Commercial Courts
and Appellate Chambers
established in 2004- is featuring
prominently.

Juan Casulá
jcasula@herreroasociados.es
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Royal Decree 245/2010, 5th March, amending Royal Decree 2245/1986, 10th October, approving the
Implementing Regulations of Patents Act 11/1986, 20th March, was published in the Official State
Gazette on 23rd March last. The amendment contains the changes recently made to the Patents Act
which have lightened the administrative and documentary workload in regard to modifying rights and
ownership changes. In addition, the prior authorisation system to become an industrial property agent
is eliminated and replaced with a less cumbersome system of taking up the activity after submitting a
responsibility statement.

There are two ways for an
entrepreneur to seek protection
against offenders of industrial
property rights, viz. Patents, Utility
Models, designs, topographies and
semiconductors, trade marks and
other distinctive signs.

Civil laws make provision for means
to prevent the violation of such
rights from continuing in time and
indeed occasionally for preventing
the same from occurring. This is
the best known route and is usually
the first choice because, in the long
term, the desired effects are
achieved and so frequently is
payment of the damages and losses
caused to the holder of the infringed
rights.

However, the same effect is
sometimes achieved by resorting
to criminal proceedings, with certain
provisos which we shall now sum
up.

Under the Spanish Criminal Code,
the  manu fac tu re ,  impor t ,
possession, use, offering and
putting on the market of items
covered by patent, utility model or
design rights, and the copying,
passing-off, modification or any
other use howsoever described of
a distinctive sign that is identical to
or likely to be confused with a
registered sign, may be punished
with imprisonment.

Unfortunately, for a long time now
criminal proceedings have not been
successful. Today, however, judges
are becoming more sensitive to
offences of this kind, no doubt
because they have acquired a more
in-depth knowledge of the subject
and due to mass-media coverage
in recent years.

It is true that prison sentences are
mostly limited to not more than two
years, other than in truly serious
cases which are more severely
punished. In these circumstances,
and if the accused does not have
a criminal record, he or she is
usually released on parole, but

clearly nobody would like to have
a tainted criminal record.

It is equally true that although the
preceding paragraph is correct,
some judges are still reluctant to
support criminal proceedings for
curbing offences of this kind
because they are aware that patent,
design and trade mark laws make
provision for other civil actions
affording the same outcome for the
rightholders, without having to
sentence anybody, particularly in a
system offering the accused so
many guarantees as the Spanish
system.

It so happens, however, that in many
cases rightholders actually wish to
teach whoever infringes their rights
a lesson, putting in place a number
of measures that, provided that they
are well publicised, can actually be
more effective than having a civil
judge pass judgment against the
defendant.

We refer to an option that is usually
successful and consists of
submitting a complaint to state and
regional police forces. After
receiving any such complaint, police
officers will take the initiative and
obtain evidence that would scarcely
be available in civil proceedings,
and actually work with criminal
judges who are more inclined to
agree to take certain steps when
requested by the police than when
the actual rightholder (complainant
or plaintiff) makes the request.
If in addition the complaint is made
against an individual who infringes
the rights and also runs a store,
state police officers will in many
cases seize the unlawful goods,
thereby causing the accused party
a detriment. They do not need to
seek a court order to do so because
entering and searching any such
premises does not amount to
breaking into residential property.
When the premises are not a shop,
accessing the same is more difficult
unless the accused gives his or her
consent. In these cases, the Judge’s
consent is actually required, for the

Judge is the only one with authority
to avoid that Constitutional right.
As explained above, such a police
operation is sometimes more
forceful and effective than civil
proceedings, because of the
surprise element it entails and
because it is successful, for in most
cases the accused will no
longer infringe the
rights fearing that
h i s  o r  he r
p rocedura l
plight shall
o n l y  g e t
worse.

O n c e  t h e
official report is
completed, usually
including a

statement given by the accused
party, who shall have had to go
before the police with a lawyer, and
also including the examination of
other evidence, it is submitted to
the Court where a decision is in
most cases made to have the
accused give a statement as such
an accused (necessarily counselled
by a lawyer) and expert evidence
to be issued.

We cannot rule out that committal
proceedings commenced against
the accused will in many cases be
shelved upon the Judges
understanding that no criminally
actionable deed has occurred but,
by then, the rightholder shall have
achieved what he wanted, without

Curbing industrial property offences from a
criminal standpoint

TRADE MARKS Authorityregional authorities in the year
2004 for  the purpose of
internationally promoting and
developing the Community of
Madrid, applied to the OHIM for
the registration as a Community

t r a d e  m a r k  o f  t h e
MADRIDEXPORTA word and
figurative mark, specifically claiming
colours.

The trade mark was applied for to
cover wide-ranging goods and, in
particular, services in classes 16,
35, 36, 38, 39, 41 and 42 of the
Nice Agreement relating to the
International Classification of
Goods and Services for the
Registration of Trade Marks.

The application was initially refused
and refusal was subsequently
confirmed by the First Board
o f  A p p e a l ,  h o l d i n g  t h a t
MADRIDEXPORTA is a sign
exclusively descriptive of the goods
and services in respect of which
registration had been applied for
and, therefore, ineligible under the
ground for refusal contained in
article 7.1 c) of Community Trade
Mark Regulation 40/94 (currently
Regulation 207/09).

The OHIM’s decis ion was
appealed to the Court of First
Instance in Luxembourg (case T-
180-07) which entered a judgment
on 16th September last quashing
the decision of the First Board of
Appeal on the ground that the
MADRIDEXPORTA sign has
distinctive character to cover all
the goods and services applied for.

During the proceedings (led by
lawyer Miguel Aznar from Herrero
& Asociados), PROMOMADRID
called upon two main arguments,

inter alia, against the OHIM’s
decision, which arguments were
essent ia l l y  based on two
considerations:

a) The OHIM’s decision was based

on a global and therefore
indiscriminate assessment of the
descriptive character of the sign
with respect to all the goods and
services listed in the trade mark
application, making no distinction
between them, whereas in actual
fact the registration of the
MADRIDEXPORTA trade mark
was not applied for to distinguish
goods and services all in the same
commercial category.

b) The OHIM failed to establish that
there was a direct and immediate
c o n n e c t i o n  b e t w e e n  t h e
MADRIDEXPORTA
sign and the goods
and services applied
for, thereby violating
a criterion laid down
time and again by the
Cour t  wh ich ,  in
applying the ground
for refusal contained
in CTMR article 7.1
c), requires that there
must be a direct and
immediate connection between the
sign and the goods claimed, in
order to allow the interested public
to immediately perceive in the sign
a description of the goods or of
some of their essential features.

The Court refers in the judgment
to these critical considerations and,
accept ing the appel lant ’s
p ropos i t i on ,  r e j ec t s  t ha t
MADRIDEXPORTA may be
considered to be a descriptive sign
of the goods and services applied
for, relying in so doing on the

following arguments:

a) No evidence has been provided
t h a t  t h e  n a m e  e l e m e n t
MADRIDEXPORTA can be seen
by the relevant public as the normal

way to designate in the market the
goods and services at issue or other
of their essential features.

b) It has not been established that
the aforesaid name element can be
part of expressions which, in
everyday language, may be used to
designate the species, contents and
geographical origin of the goods
and services specifically considered
in the trade mark application.

c) The Board of Appeal failed to
reason the purely descriptive
character of the sign with respect

to each of the goods
a n d  s e r v i c e s
considered or, at least,
with respect to each of
the categories and
groups of goods and
services considered.

The judgment is legally
significant for two
reasons: i) firstly,
because it clearly sets

out the criteria established by the
Court in order to consider whether
or not a given sign is descriptive,
and ii) secondly, because it calls
the OHIM to order in demanding
that the Office carry out a thorough
examination of the trade mark in
relation to each and every one of
the goods and services applied for
in order to be able to rigorously rule
as to the extent to which the sign
is distinctive.

Miguel Aznar
maznar@herreroasociados.es

The Court clarifies

the criteria for

considering whether

or not a term is

descriptive
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Act 29/2009 has just modified the
legal system of unfair competition
and advertising to improve the
protection afforded to consumers
and users. This is the end of the
road for a legislative process that
adapts Community laws and
introduces reforms -using poor
legislative methodology which will
in all certainty result in constructive
and application controversy- in
various laws which, based on article
51 of our Constitution, have long
since banned market practices in
breach of good fa i th and
professional ethics, and distorting
consumers’ economic behaviour.

This is the backdrop for the latest
reform of General Advertising Act
3 4 / 1 9 8 8 ,  1 1 t h

November (hereinafter
“GAA”) which, in our
view, loses out in
practice in favour of
t h e  g e n e r a l
regulations laid down
in  t he  l i kew ise
re fo rmed Un fa i r
Compet i t ion Act
3/1991, 10th January
(hereinafter “UCA”).
The  co rpo ra t i s t
momentum behind
the GAA at the time,
focusing on regulating
relations between business people,
has been gradually taken over by a
more social-leaning model focusing
on the protection of consumers and
users because they are normally
the weaker side of the market. That

is the trend set by previous reforms
of the GAA, such as Act 39/02,
which extended the capacity to take
action against unlawful advertising
to “any affected natural or legal
person and, in general, whosoever
have a subjective right or a
legitimate interest”, in addition to
the Consumer Affairs Administration
and Consumer  and User
Associations “where unlawful
advertising affects the collective or
diffuse interests of consumers and
users”; and moreover Act 1/2004,
which extended the entitlement and
actions for preventing any
“degrading or discriminatory
portrayal of women” in advertising,
within Gender Violence Prevention.
The latest link in this “socialisation”

chain undergone by
the GAA is the
current reform that is
summarily the subject
matter of this report.

Traditionally, the GAA
and the (scarce) case
law implementing the
same held that this
special previous Act
applied prevalently
over the UCA, where
the wrongful deed
was embodied in any
advertising means,

and a good token of this are the
judgments entered -with the
backing of the Supreme Court- by
the Provincial Appellate Court of
Madrid on 8th March 1993 (Section
19), 4th February 1997 (Section

21) and 21st December 2005
(Section 9). The pre-eminence of
the GAA, which was sometimes
applied “to the exclusion” of the
UCA, fuelled frequent debates on
the subject of conflict of laws,
joinder of actions, territorial
jurisdiction and very much so
capacity to be named defendant,
for the GAA (articles 25 to 27)
points to the advertiser’s liability for
any harmful effect of the advertising
beyond the extent to which
advertising agencies or even the
media may be liable.

Conversely, the current reform of
the GAA -although we are yet to
see how it will be implemented by
Judges and Courts, which during
the next five years may open the
way to a request for standardisation
by the Supreme Court- apparently
takes it for granted that the UCA
prevails, on the ground of the joint
and several liability of all agents
(entrepreneurs or professionals) for
any economic conduct, thereby
placing the protection of consumers
and users first and allowing them
to claim without distinction against
whosoever may have taken part in
unlawful competition or advertising,
irrespective of their internal relations.
Modern case law has been
fashioning civil liability, including
both contractual liability and tort,
on an objective and joint and several
basis when it comes to redressing
damages and losses, under the so-
called “pro damnato principle”.
Hence, former UCA article 20.1,

The new unfair

practices require

reflecting on and

examining the

commercial practices

of businesses

ADVERTISING Authority

Main novelties in the General Advertising Act
from 1st January 2010

now article 34.1, allows action
to  be  t aken  aga ins t
“whosoever shall have
engaged in or instructed or
assisted in carrying out the
act of unfair competition”,
in keeping with the joint and
severa l  l i ab i l i t y  a lso
established in the General
Consumer and User Defence
Act under articles 103 and
132 (“those responsible for
the same wrong shall be jointly
and severally liable to the
affected parties”) or General
Contract Terms Act 7/1998
under article 17.4 (“the actions
…. may be brought jointly
against several professionals in
the same economic sector or
against their associations where
they use or recommend the use
of identical general terms that
are deemed to be void”).

Speci f ica l ly,  Act  29/2009
introducing the new legal system
for advertising includes several KEY
CROSS-REFERENCES TO
OTHER LAWS which in our view
confirms a secondary or subservient
application of the GAA, which is
increasingly subject to the growing
prominence of codes of conduct
originating -as defined in and
encouraged by UCA article 37- in
“trade, professional and consumer
corporations, associations or
organisations”, namely as follows:

1.- Current article 3.e) lays down
that any advertising “attacking a
person’s dignity or encroaching
upon the values and rights
recognised in the Constitution”,
advertising “targeting minors,
inciting them to buy goods or
services taking advantage of their
inexperience or gullibility”, subliminal
advertising, and advertising in
breach of the specific advertising
rules for certain goods or services,
is unlawful, and then finally provides
that “misleading advertising, unfair
advert ising and aggressive
advertising, which shall be in the
nature of acts of unfair competition
in terms of the Unfair Competition
Act” is unlawful.

2.- Article 5.6 first specifies the
advertising system for certain goods
or services (having regard to public
health, safety or equivalent
requi rements)  under  such
administrative authorisations and/or
regulations as may apply in each
sector, and finally proclaims as
follows: “The breach of the special
rules governing the advertising of

the products, goods, activities and
services referred to in the preceding
sections shall be deemed to be an
infringement within the meaning of
the General Consumer and User
Defence Act and the General
Health Act”.

3.- Lastly,  a truly relevant
development in GAA article 6.1 lies
in the reference to the legal actions
listed and regulated in the UCA:
“The actions against unlawful
advertising shall be as established
generally for actions deriving from
the unfair competition…”.

Consequently, action to have any
unlawful advertising discontinued,
rectified and/or indemnified, indeed
importantly demanding a “total or
partial publication of the judgment”,
may currently be taken using the
procedures established in the UCA
(article 32) and generally applying
a joint and several liability (article
34.1).

Especially relevant in this new
substant ia l  and especia l ly
procedural supremacy of the UCA,
based on the aforesaid cross-
reference of article 6.1, is also the
regulation of the limitation of actions.
The silence on the subject in the

GAA prompted heated debates
among authority, and the

conclusion usually was that
the general fifteen-year time

bar established in the
Civil Code for personal
a c t i o n s  a p p l i e d .
However, the current
reference in the GAA to
the UCA, specifically
under article 35, implies
the following, to the
detriment or not of legal
certainty:

1. Generally, actions to
c u r b  u n l a w f u l
advertising are clearly
limited because they
become “time-barred
after the lapse of one

year from the time on which
they could be brought and the
affected party learned of the person
responsible for the act of unfair
competition; and, in any case, after
the lapse of three years from the
time when the conduct ended”.

2. However, in the case of actions
to enforce general, collective or
diffuse interests of consumers and
users, actions for discontinuance
are not time-barred (and therefore
the new law seriously detracts from
legal certainty in that it fosters
“public” initiatives), with the specific
proviso of a five-year term for
cancelling General Contract Terms.

In conclusion, notwithstanding the
extent to which such a casuistic
matter is usually debatable,
HERRERO & ASOCIADOS
c o n t i n u e s  t o  o f f e r  i t s
CONTRACTUAL, ETHICAL AND
LEGAL ADVISORY SERVICES IN
ADVERTISING MATTERS. In that
connection, our experience with
AUTOCONTROL, the Spanish
Advertising Standards Association,
from the standpoint of prevention,
intermediation and resolution of
advertising disputes, is crucial.
Indeed, the new UCA (article 39)
makes provision for first looking to
bodies controlling codes of
conduct, and this is actually a
requirement for proceedings to be
commenced in cases of deception
deriving from certain breaches of
codes of conduct, before member
entrepreneurs and professionals
may be held to be liable in court,
when the lawfulness of any
advertising act is in dispute.

Juan Casulá
jcasula@herreroasociados.es

having to wait for a civil judge to
pass judgment.

Needless to say, there are cases
in which the matter goes ahead
and results in the accused being
handed out punishments that may
not result in imprisonment but will
require that a fine be paid and
indeed that the damages and losses
caused to the rightholder be
redressed.

In addition, whereas criminal Judges
may sometimes also end the
criminal proceedings, the holder of
the patent or trade mark may then
choose to commence civi l
proceedings using the evidence
obt a ined  in  the  c r im ina l
proceedings, which is quite
appealing. In other words, if the
rightholder goes for criminal
proceedings, he will not thereafter
be prevented from resorting to the

civil courts.

Obviously, circumstances may be
very different and, depending on
the circumstances and on the case
at issue, a practitioner shall advise
the rightholder to choose one
option or the other.

José L. López
jllopez@herreroasociados.es
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The Annual Conference of the
International Bar Association
(IBA) was held for the first time
in Madrid during the week of
5th to 9th September 2009. The
IBA is the world’s most
important meeting point for
legal practitioners, and an
annual conference is held at
different capital cities of the
world.

During that week, more than
2,500 practitioners were able
to attend interesting technical
and practice conferences on
the development of the
profession, management of law
firms, growth strategy, etc., and
establish new contacts and
strengthen professional
work ing bonds among
colleagues from the law firms
represented at the venue. Our
Firm, and specifically our Legal
Department, was represented
by our Of Counsel Rafael
Echegoyen. In Rafael’s opinion,
t he  sp l end id  l og i s t i c
organisation of the event, and
the quality contents of the
conferences and brilliant
papers mean that this type of
meetings have indubitable
appeal for HERRERO &
ASOCIADOS.

We have been able to meet
large and medium-sized law
firms from almost all five
continents, and have made
i n t e res t i ng  e f f o r t s  i n
commercially promoting our
professional services, both for
the Firm as a whole and for the
Legal Department.

We are now looking forward
to benefit ing from that
promotion and weighing up the
expedience of taking part in
this event in the coming years.

The excellent work carried out by
HERRERO & ASOCIADOS has
been officially acknowledged in the
Managing Intellectual Property
Global Awards, held on June 24 in
London. H&A has won this award
over other leading firms in the field.
Olof Fickert and Óscar García,
par tners at  H E R R E RO &
ASOCIADOS, and Carlos Pires
accepted the award.

We are very proud of this
acknowledgement that we have
received from a specialized
Intellectual Property publication
because it directly recognizes the
position we currently hold in our area
of expertise. We are particularly
pleased to know that we have been
granted this award because of the
feedback of our clients, which
strongly encourages us to continue

providing a professional and
customized service. As occurred in
2006 when we were named the
Spanish Intellectual Property Firm
of the Year, this is yet another
acknowledgement of HERRERO &
ASOCIADOS' professionalism and
good work in this field.

It is especially gratifying for
HERRERO & ASOCIADOS to be
acknowledged as a leader in the
sector, supported by a specialized
publication. MIP is a magazine with
over 19 years of experience in
intellectual property. The purpose of
these awards is to grant worldwide
recognit ion to outstanding
Intellectual Property practices in
every country.

Communication Department
noticias@herreroasociados.es

Herrero & Asociados awarded
Prosecution IP firm of the year
by MIP

price of goods because although
decisions had been passed
accepting that, specific provision
was not however made in the article.
The provisions of subparagraph c)
are also interesting as concerns the
requirements to be satisfied by
comparative advertising undertaken
by entrepreneurs who are part of a
designation of origin, geographical
indication,…where they lay down
that the same may only be done
with other products having the same
designation.

A comparison by an entrepreneur
shall also be considered unfair
where in presenting his goods or
services they are conceived as
imitations or replicas of others
branded with a protected trade mark
or trade name (subparagraph d).
We take it that what is forbidden is
that a message be sent out claiming
that it is a clone of a product
branded with a trade mark or of the
same type as such a product …

The repetition referred to in the
introduction to this paper occurs
again where subparagraph e) lays

down that the comparison cannot
be in breach of the provisions of
articles 5 (misleading acts), 7
(misleading omissions) and 20
(misleading practices due to
confusion on the part of consumers).

Article 11.- Act of imitation.

The wording is the same already
established previously, beyond the
fact that not only business but also
professional in i t iat ives are
sanctioned, in line with what we
were already advised by Maria in
commenting on the article One.
Pursuant to the same, the Act will
apply not only to entrepreneurs but
also to professionals, and in addition
to any other natural or legal persons
operating in the market.

In my opinion, if this Act already
provides for professional initiatives,
why should this be reproduced in
article 11? Is it that the other unfair
acts committed by professionals
will not be considered unfair? I
would hardly think so.

José L. López
jllopez@herreroasociados.es

Introduction.

Upon the entry into force of the
amendments to the law, the lawyers
at Herrero held a number of working
meetings during which a first
succinct approach was made to
Act 29/2009 aforesaid. I am to
comment on the new wording of
articles 7, 8, 10 and 11 of the Unfair
Competition Act, defining acts
constituting misleading omission,
aggressive practices, comparison
and imitation.

It is first of all striking
and controversial that
in general and without
analysing each of the
unfair categories, the
A c t  a p p a r e n t l y
d u p l i c a t e s  t h e
wording devoted to
them, in that Chapter
V on the subject of
Codes of Conduct
again refers to the
same acts already
previously provided for in articles
5, 7 and 8.

We all arrived at the conclusion
that there had to be a reason which
could lie in the EU Directives which
the Act transposes to Spanish laws.
Based on a first reading made by
Marta, that does not appear to be
the case. Therefore, we trust that
authority shall cast light on these
questions. Perhaps the key lies in
the provisions of article 19.2: “The
commercial practices provided for
in articles 21 to 31, both inclusive,
are at all events and in any
circumstances unfair commercial
practices with consumers”, whereas
no such reference was made in the
previous articles. Notwithstanding
the above, article 33 on the subject
of right of action does not rule out
that any party affected by the unfair
act and not just a consumer
association may take the actions
deriving from the commission of
the acts provided for in such articles
21 to 31, both inclusive.

Be that as it may, moving on now

fully to the subject matter of my
paper, I considered it appropriate
to set the wording of the Act before
it was amended against its wording
after it was amended.

Article 7.- Misleading omissions.

I was at first struck by the
lawmaker’s reference to misleading
acts of a deliberate and positive
nature under article 5 and of an
omissive and negative nature under
article 7.

It is my view that the
word ing  o f  t h i s
category of unfair and
wrong fu l  ac t  i s
inspired in former
article 7 but provides
far greater detail,
w h i ch  c o u l d  i n
principle make it easier
for an entrepreneur to
understand when
there may be such an
unlawful behaviour

and when not.

It should importantly be noted that
the lawmaker explains that in
determining the misleading nature
of the act regard shall be had to
the factual circumstances in which
it occurs, which in my view was
already the case where the
expression “where it is likely to be
misleading having regard to the
circumstances in which it occurs”
was used.

A novel feature lies in that the
factual context shall depend on the
characteristics, circumstances and
limitations of the medium used to
send messages to consumers.
The lawmaker stops at paragraph
3 of the article to provide that when
the medium used imposes space
or time restrictions, account shall
be taken not only of those
restrictions but of the steps taken
by the entrepreneur or professional
to convey the necessary information
by other means (for instance,
referring to the website or to the
product catalogues or pricelists).

Article 8.- Aggressive practices.

This lawyer does not intend to
reproduce the article, and would
suggest reading the same.

There is no corresponding article in
the previous wording of the Act.
It is in our view extremely open and
generic and will be the source of a
great many disputes. In my opinion,
the key lies in that the aggressive
practices must significantly detract
from the freedom to choose, or how
the person targeted by the act
reacts in relation to the goods or
services, and therefore affect or
potentially affect his or her economic
behaviour.

A number of factors are mentioned
in paragraph 2 that should be borne
in mind in classifying the conduct
as harassment, coercion or undue
influence.

Since article 8 has been reworded,
unfairness shall exclude what the
previous wording provided for in
relation to gifts, premiums and
similar events that I shall consider
are no longer unfair.

Article 10.- Act of comparison.

Most striking of all is that the act of
comparison is defined in the positive
sense (public comparison, including
comparative advertising…shall be
permitted) rather than in the negative
sense as in the previous wording
(“shall be considered unfair…”).
That is where the wording differs.
It is in my view important that
comparative messages may refer
to such a sensitive issue as the

The wording

of the Act now

refers to

“professional”

and not only

business practices

Comments on the new wording of articles 7, 8, 10 and 11 of the Unfair Competition
Act, after the entry into force of Act 29/2009 amending the legal system of unfair
competition and advertising to improve the protection
afforded to consumers and users.
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NEW TECHNOLOGIES Data Protection

On 11th February 2010, the
European Parliament rejected at a
plenary session the so-called

SWIFT Agreement signed on 30th

November 2009 by the European
Commiss ion  and the  U S
Government, thereby for the first
time exercising the right of veto
provided for in the Lisbon Treaty.
The European Parliament has thus
repudiated an international
agreement that has scarcely been
in force for ten days, given that its
entry into force occurred on 1st
February of this very year.

The SWIFT Agreement, backed by
the Justice and Interior Ministries
of the twenty-seven Member States
of the European Union, authorised
bank data transfer to the US using
the SWIFT (short for Society for
Worldwide Interbank Financial
Telecommunication) network.

The Society for Worldwide

I n t e r b a n k  F i n a n c i a l
Telecommunication or SWIFT,
established in Brussels in the year
1973, is a cooperative society
through which the financial sector,
i.e. banks, securities institutions and
corporate clients, carry out their
commercial transactions swiftly and
reliably. This society has a huge
amount of bank data relating to
both natural and legal persons and
States, which information is relevant
from the standpoint of security, for
it allows transfers linked to unlawful
activities to be detected, but is also
particularly valuable from an
economic standpoint, because that
information could be taken unfair
advantage of for the purpose of
economic and industrial espionage.

The SWIFT Agreement, set within
the US counterterrorism strategy
following the September 11 attacks,
gave the Obama administration
carte blanche, within the sphere of
any investigations, to monitor
banking transactions carried out by
European citizens.

However, this Agreement, which
was coincidentally signed by the
US and the EU one day before the
entry into force of the Lisbon Treaty,
granting the European Parliament
broader powers on the subject of
international agreements, was
rejected by the European
Parliament at the 8th and 11th

February plenary session. Ever
since it was adopted by the
Commission, critical voices were
heard as to how such a thorny
matter had been closed; it seemed
that the agreement arrived at was
premature, deliberately sidestepped
Parliament and failed to safeguard
European citizens’ rights, putting
Europe’s relations with the US first
in this case.

In this sense, MEPs argued in
rejecting the SWIFT Agreement
that it was not sufficiently exacting
insofar as personal data protection
was concerned, particularly bearing
in mind the strict European
regulation on the subject. Such a

permissive international personal
data transfer system was a priori in
violation of many of the fundamental
principles laid down by Community
laws. On the one hand, it was
deemed that data transfer and
storage does not constitute
processing proportionate to the
security it provides. On the other
hand, no court authorisation was
required, no data conservation
deadlines were established, and
the exercise by the affected parties
of the rights of access, correction,
erasure and objection expressly
provided for by our laws was not
guaranteed. It was self-evidently an
Agreement that did not satisfy the
requirements contained in Directive
95/46/EC of the European
Parliament and of the Council, of
24 th October 1995, on the
protection of individuals with regard
to the processing of personal data
and on the free movement of such
data.

A new phase will now begin to seek
a long-term agreement between
the EU and the US in order ensure
the protection of both citizens’
personal security and our personal
data. And MEPs in this sense are
very clear as to the standards by
which it is to be measured. Thus,
they will only support personal data
transfer to the US if they are
provided with reassurance that the
measure is proportional to the
purposes sought by such
processing and will demand the
US government to make a number
of commitments, namely that the
data is not processed for other
purposes, that the data is not
transferred to third parties or that
a reciprocity mechanism be
observed whereby the US agrees
to the same extent to transfer
relevant data to the EU.

This issue highlights yet again how
difficult it often is to balance two
legit imate interests, namely
security and privacy.

Marta Gimeno
mgimeno@herreroasociados.es

The European Parliament  rejects bank data
transfer to the US

The office that Herrero & Asociados
opened in Mexico two years ago
was presented in the month of
September 2009.

Herrero & Asociados started out
on its American adventure with
hope and effort and two years on
we can say that the initiative has
been successful and our clients’
response very encouraging and
positive.

The presentation of our Mexican
office coincided with a trip by the
President of the Community of
Madrid, Ms Esperanza Aguirre, to
the Mexican capital together with
other senior Community officials
a n d  c o m p a n i e s  a n d
businesspeople from Madrid, for
the purpose of promoting the
presence of companies and
institutions from Madrid in one of
the key countries on the American
continent.
We were honoured at the event
with the presence of the President
of the Community of Madrid, Ms
Esperanza Aguirre, who very kindly
referred to our firm as an example
for businesses from Madrid
investing abroad. We were also
honoured with the presence at our
opening of high representatives of
the most significant institutions in
the Community of Madrid and
outstanding Mexican business
people and members of the
Mexican Chamber of Commerce:
Mr Jesús Sainz, Chairman of
Promomadrid, Mr Arturo Fernández,
Chairman of CEIM and of Arturo

Cantoblanco group, Ms Angela
Alarco, Tourism Managing Director
in Madrid, Mr Miguel Garrido de la
Cierva, General Manager of the
Chamber of Commerce of Madrid,
Mr José María Blanco, CEO of
Palacio de Hierro and Mr Pablo
Espresate, Chairman of Repsol in
Mexico. We would like to take this
opportunity to convey to the
President, Ms
E s p e r a n z a
Aguirre, our most
sincere gratitude
for having taken
time off her tight
travel schedule
a n d  h a v i n g
contributed with
her own and her
team’s presence
to making the
presentation a
c o m p l e t e
success.

Our firm was
represented by
our  Par tners
Alvaro Martínez, who briefly
addressed the many guests, and
José Miguel Sagnier, together with
the Manager of our Mexico office,
Catalina Lozada.

We would highlight several
fundamental aspects of the event
that go together with the philosophy
underlying our international
expansion: on the one hand, the
backing by Madrid’s institutions of
overseas business initiatives driving
the development of Spanish

businesses worldwide. On the other
hand, the requisite bridge between
Spain and Latin America for self-
evident cultural and language
reasons that brings us together and
making Mexico in particular become
a natural target for investments from
our country. Last but not least, the
presence of Spanish as a business
language and the language of

i n n o v a t i o n ,
which aspect
is intimately
linked to our
a c t i v i t y :
i n d u s t r i a l
property.

G i v e n  t h e
e v e r -
i n c r e a s i n g
i n v e s t m e n t
presence of
bus inesses
not only from
Madrid but
f rom other
Communities
a n d  o t h e r

countries on the American
continent, we trust that our office’s
current success will grow and drive
us on our firm’s continued
international expansion. That is why
we have recently opened an office
in Brazil, in the city of Río de Janeiro,
with the same working philosophy
as in Mexico,  centra l is ing
procedures and costs saving.

Communication Department
noticias@herreroasociados.es

Presentation of Herrero & Asociados’ office in
Mexico


